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DETAILED ACTION 

Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

2. Claims 1-3, 5, 12-14, 17, 19, and 26-28 are rejected under 35 U.S.C. 102(e) as 
being anticipated by Small (US 2003/0069589 A1). 

3. Small discloses a clip with an integral cutting guide including a first leg (12) and 
second leg (11) joined by a flexible hinge (13), cutting guides (17) extending outward 
from and disposed along at least a portion of the length of at least one of said opposing 
side surfaces on at least one of said first and second legs, and a female locking 
member (recess 19) and male locking member (hook 18), the male locking member is 
lockingly engaged in said female locking member so as to removably lock said first and 
second leg members of said surgical clip in said closed position. 

4. Regarding claim 2 Small discloses a clip as referred to in claim 1 where at least 
one cutting guide comprises a plurality of cutting guides, wherein said first and second 
legs each have at least one of said plurality of cutting guides disposed thereon (17 
attached to legs 11 and 12). 
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5. Regarding daim 3 Small discloses a clip as referred to in claim 2 where at least 
one of said cutting guides is disposed on each of said opposing side surfaces (17 see 
Figures 2 and 3). 

6. Regarding claim 5 Small discloses a clip as referred to in claim 1 where at least 
one cutting guide has an elongated shape where the length of the cutting guide is larger 
than the width of the cutting guide (Figures 2 and 3). 

7. Regarding claim 12 Small discloses a clip as referred to in claim 1 where at least 
one inner surface has a plurality of protrusions (14) extending from the inner surface. 

8. Regarding daim 13 Small discloses a clip as referred to in daim 12 where both 
of the inner surfaces have a plurality of protrusions (14) extending from the inner 
surface (Figure 1 ). 

9. Regarding daim 14 Small discloses a clip as referred to in daim 1 where the 
hinge section has a continuous concave inner surface and continuous convex outer 
surface (13 see Figure 1). 

10. Regarding claim 17 Small discloses a clip with an integral cutting guide including 
a first leg (12) and second leg (1 1) joined by a flexible hinge (13), a plurality of cutting 
guides (17) extend outward from and disposed along at least a portion of the length of 
at least one of said opposing side surfaces on at least one of said first and second legs, 
and a female locking member (recess 19) and male locking member (hook 18), the 
male locking member is lockingly engaged in said female locking member so as to 
removably lock said first and second leg members of said surgical clip in said closed 
position. 
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1 1 . Regarding claim 1 9 Small discloses a clip as referred to in claim 1 7 where at 
least one cutting guide has an elongated shape where the length of the cutting guide is 
larger than the width of the cutting guide (Figures 2 and 3). 

12. Regarding claim 26 Small discloses a clip as referred to in claim 1 7 where at 
least one inner surface has a plurality of protrusions (14) extending from the inner 
surface. 

1 3. Regarding claim 27 Small discloses a clip as referred to in claim 26 where both 
of the inner surfaces have a plurality of protrusions (14) extending from the inner 
surface (Figure 1 ). 

14. Regarding claim 28 Small discloses a clip as referred to in claim 17 where the 
hinge section has a continuous concave inner surface and continuous convex outer 
surface (13 see Figure 1). 



Claim Rejections - 35 USC § 103 

1 5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

16. Claims 1, 4, 6-11, 15-18, 20-25, and 29-30 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over Oh et al. (U.S. Patent No. 5,062,846) in view of Small (US 



2003/0069589 A1). 
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17. Regarding claim 1 Oh et al. discloses a surgical clip with an integral cutting guide 
including a first leg (12) and second leg (14) joined by a flexible hinge (16), and a 
female locking member (hook member 22) and male locking member (beveled surface 
48), the male locking member is lockingly engaged in said female locking member so as 
to removably lock said first and second leg members of said surgical clip in said closed 
position. Oh et al. does not teach cutting guides extending outward from and disposed 
along at least a portion of the length of at least one of said opposing side surfaces on at 
least one of said first and second legs. Small teaches cutting guides (17, Fig. 1) 
extending outward from and disposed along at least a portion of the length of at least 
one of said opposing side surfaces on at least one of said first and second legs. 

The combinafion of Oh et al. and Small would have been obvious to one of 
ordinary skill in the art as the wings provided in Small for gripping are capable of being 
used as cutting guides because of their size and shape. 

1 8. Regarding claim 6 Oh et al. discloses a surgical clip where a pair of bosses (68 
and 70) is joined on opposite side of the first leg, between the hinge and distal end, a 
pair of opposing bosses is located on the second leg (72 and 74). 

19. Regarding claim 7 Oh et al. does not have at least one cutting guide located on 
opposite side surfaces between the hinge and the bosses. However, Snnall discloses a 
surgical clip as refenred to in claim 6 where at least one cutting guide is located on 
opposite side surfaces between the hinge and the bosses (Fig 1,17). 
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The combination of Oh et al. and Small would have been obvious to one of 
ordinary skill in the art because there would be an addition of cutting guides therefore 
the cut can be made in a more exact and controlled manner. 

20. Regarding claim 8 Oh et al. discloses a surgical clip where one cutting guide is 
adjacent to the hinge section along at least a portion of the length of at least one of the 
opposing side surfaces (See Figures 2 and 3 and Claim 9). 

21 . Regarding claim 9 Oh et al. discloses a surgical clip where the pair of bosses (68 
and 70) on the first leg extends past the outer surface of the leg to form a bridge section 
(col. 611.24-26). 

22. Regarding claim 1 0 Oh et al. discloses a surgical clip where the pair of bosses on 
the second leg (72 and 74) that have a sharp tissue-penetrating tooth extending 
outwardly from the first leg (81 and 83). 

23. Regarding claim 11 Oh et al. discloses a surgical clip where the inner surface of 
said first leg (20) has a concave radius of curvature between said hinge section and its 
distal end, said outer surface of said first leg (30) has a convex radius of curvature 
between said hinge section and its distal end, said inner surface of said second leg (24) 
has a convex radius of curvature between said hinge section and its distal end, and said 
outer surface of said second leg (38) has a concave radius of curvature between said 
hinge section and its distal end. 

24. Regarding claim 15 Oh et al. discloses a surgical clip where the female locking 
member comprises a resiliently inwardly turned hook (22), curved towards the second 
leg. 
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Regarding claim 16 Oh et al. discloses a surgical clip where the male locking 
member (48) is complementary to the female locking member, when the clip is in the 
closed position the hook of the female locking member contacts the male locking 
member and is urged open to receive the male locking member so the lock is 
removable. 

25. Regarding claim 17 Oh et al. discloses a surgical clip with an integral cutting 
guide including a first leg (12) and second leg (14) joined by a flexible hinge (16), , and 
a female locking member (hook member 22) and male locking member (beveled 
surface 48), the male locking member is lockingly engaged in said female locking 
member so as to removably lock said first and second leg members of said surgical clip 
in said closed position. Oh et al. does not have a plurality of cutting guides extending 
outward from and disposed along at least a portion of the length of at least one of said 
opposing side surfaces on at least one of said first and second legs. However, Small 
teaches a plurality of cutting guides (Fig. 1, 17) extend outward from and disposed 
along at least a portion of the length of at least one of said opposing side surfaces on at 
least one of said first and second legs. 

The combination of Oh et al. and Small would have been obvious to one of 
ordinary skill in the art because there would be an addition of cutting guides therefore 
the cut can be made in a more exact and controlled manner. 

26. Regarding claim 20 Oh et al. discloses a surgical dip where a pair of bosses (68 
and 70) is joined on opposite side of the first leg, between the hinge and distal end, a 
pair of opposing bosses is located on the second leg (72 and 74). 
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27. Regarding claim 21 Oh et al. does not have at least one cutting guide located on 
opposite side surfaces between the hinge and the bosses. However, Small discloses a 
surgical clip where at least one cutting guide (Fig. 1 , 17) is located on opposite side 
surfaces between the hinge and the bosses. 

28. The combination of Oh et al. and Small would have been obvious to one of 
ordinary skill in the art because there would be an addition of cutting guides therefore 
the cut can be made in a more exact and controlled manner. 

29. Regarding claim 22 Oh et al. discloses a surgical clip where one cutting guide is 
adjacent to the hinge section along at least a portion of the length of at least one of the 
opposing side surfaces (See Figures 2 and 3 and Claim 9). 

30. Regarding claim 23 Oh et al. discloses a surgical clip where the pair of bosses 
(68 and 70) on the first leg extends past the outer surface of the leg to form a bridge 
section (col. 6 II. 24-26). 

31 . Regarding claim 24 Oh et al. discloses a surgical clip where the pair of bosses on 
the second leg (72 and 74) that have a sharp tissue-penetrating tooth extending 
outwardly from the first leg (81 and 83). 

32. Regarding claim 25 Oh et al. discloses a surgical where the inner surface of said 
first leg (20) has a concave radius of curvature between said hinge section and its distal 
end, said outer surface of said first leg (30) has a convex radius of curvature between 
said hinge section and its distal end, said inner surface of said second leg (24) has a 
convex radius of curvature between said hinge section and its distal end, and said outer 
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surface of said second leg (38) has a concave radius of curvature between said hinge 
section and its distal end. 

33. Regarding daim 29 Oh et al. discloses a surgical clip where the female locking 
member comprises a resiliently inwardly turned hook (22), curved towards the second 
leg. 

Regarding claim 30 Oh et al. discloses a surgical clip where the male locking 
member (48) Is complementary to the female locking member, when the clip is in the 
closed position the hook of the female locking member contacts the male locking 
member and is urged open to receive the male locking member so the lock is 
removable. 

34. Claims 4 and 18 are rejected because Small (U.S. Application No. US 
2003/0069589) discloses the claimed invention except for the dimension of the cutting 
guide being 3.0 mm from the side surface. It would have been obvious matter of design 
choice to adopt Small's design (Figure 1 ) to obtain a different distance from the clip in 
which the cut would be guided, since such a modification would have involved a slight 
change in the size of this component to achieve properties obvious to one of ordinary 
skill in the art. A change in size is generally recognized as being within the level of 
ordinary skill in the art. In re Rose 105 USPQ 237 (CCPA 1955). 



Double Patenting 
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35. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g.. In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 1 1 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1 994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 
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36. Claims 1-3. 6-13, 15-17, 20-27, 29, and 30 are rejected on the ground of 
nonstatutory obviousness-type double patenting as being unpatentable over claims 1-6 
of Wilson. Jr.(U.S. Patent No. 6.863.675) in view of Small (US 2003/0069589). 

37. Claim 1 discloses a surgical clip with an integral cutting guide, comprising: a first 
and second leg with the inner surfaces being positioned opposite of each other (Claim 1 
col. 7 II. 66 and col. 8 II. 1-3); a flexible hinge section between and joining the two legs 
(Claim 1 col. 7 II. 65, 66); a female locking member and male locking member 
positioned at the distal ends of different legs, the male locking member is engaged in 
the female locking member when in the closed position, the female member can be 
removable locked (Claim 1 col. 8 II. 4-12). Wilson, Jr. does not have at least one 
cutting guide extending outward on a portion of at least one of the legs. However, Small 
teaches at least one cutting guide extending outward on a portion of at least one of the 
legs (Small 17). 

38. The combination of Wilson, Jr. and Small would have been obvious to one of 
ordinary skill in the art as the wings provided in Small can be used as cutting guides if 
applied to the clip of Wilson, Jr. 

39. Regarding claim 2 Wilson, Jr. does not have a surgical clip where at least one 
cutting guide comprises a plurality of cutting guides, where each leg has at least one 
cutting guide. However. Small teaches a surgical clip where at least one cutting guide 
comprises a plurality of cutting guides, where each leg has at least one cutting guide 
(Small 17). 
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40. The combination of Wilson, Jr. and Small would have been obvious to one of 
ordinary skill In the art as the wings provided in Small can be used as cutting guides if 
applied to the clip of Wilson, Jr. A plurality of cutting guides would be useful so there 
would be more places to hold onto the clip. 

41 . Regarding claim 3 Wilson, Jr. does not disclose a surgical dip where at least one 
cutting guide is on each of the opposing side surfaces. However, Small discloses a 
surgical clip where at least one cutting guide is on each of the opposing side surfaces 
(Small 17). 

42. The combination of Wilson, Jr. and Small would have been obvious to one of 
ordinary skill in the art as the wings provided in Snnall can be used as cutting guides if 
applied to the clip of Wilson, Jr. Cutting guides on opposing side surfaces would be 
useful as this is more ergonomic. 

43. Regarding claim 6 Wilson, Jr. discloses a surgical clip where a pair of bosses is 
joined on opposite side of the first leg, between the hinge and distal end, a pair of 
opposing bosses is located on the second leg (Claim 4 col. 8 II. 46-49). 

44. Regarding claim 7 Wilson, Jr. does not have a surgical clip where at least one 
cutting guide is located on opposite side surfaces between the hinge and the bosses. 
Wilson, Jr. discloses bosses located near the distal ends (Claim 4 col. 8 II. 46-49) and 
Small discloses wings (Small Claim 9) between the hinge and locking member. 

45. The combination of Wilson, Jr. and Small would have been obvious to one of 
ordinary skill in the art. This combination is motivated by the fact that the bosses are 
located at the distal end and the wings are located between the hinge and the distal 
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end, as there is no overlap between ttie wings and the bosses, therefore both can co- 
exist. 

46. Regarding claim 8 Wilson, Jr. does not have a surgical clip where one cutting 
guide is adjacent to the hinge section along at least a portion of the length of at least 
one of the opposing side surfaces. However, Small teaches a surgical clip where one 
cutting guide is adjacent to the hinge section along at least a portion of the length of at 
least one of the opposing side surfaces (Small Claim 9). 

47. The combination of Wilson, Jr. and Small would have been obvious to one of 
ordinary skill in the art as the most logical placement of the cutting guides would be 
adjacent to the hinge section along at least a portion of the length of at least one of the 
opposing side surfaces. 

48. Regarding claim 9 Wilson, Jr. discloses a surgical clip where the pair of bosses 
on the first leg extends past the outer surface of the leg to form a bridge section (col. 8 
II. 47, 48). 

49. Regarding claim 10 Wilson, Jr. discloses a surgical clip where the pair of bosses 
on the second leg have a sharp tissue-penetrating tooth extending outwardly from the 
first leg (col. 8 II. 57-60). 

50. Regarding claim 1 1 Wilson, Jr. discloses a surgical clip where the inner surface 
of the first leg has a concave radius of curvature between the hinge and the distal end, 
the outer surface has a convex radius of curvature between the hinge and the distal 
end, the inner surface of the second leg has a convex radius of curvature between the 
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hinge and the distal end, and the outer surface of the second leg has a concave radius 
of curvature between the hinge and the distal end (col. 8 II. 27-35). 

51 . Regarding dalm 1 2 Wilson, Jr. discloses a surgical clip where at least one of the 
inner surfaces comprises a plurality of protrusions (col. 8 II. 53-55). 

52. Regarding daim 13 Wilson, Jr. discloses a surgical dip where both of the inner 
surfaces comprise of a plurality of protrusions (col. 8 II. 53-55). 

53. Regarding claim 1 5 Wilson, Jr. discloses a surgical dip where the female locking 
member comprises a resiliently inwardly turned hook, curved towards the second leg 
(col. 8 II. 4,5). 

54. Regarding claim 16 Wilson, Jr. discloses a surgical dip where the male locking 
member is complementary to the female locking member, when the clip is in the closed 
position the hook of the female locking member contacts the male locking member and 
is urged open to receive the male locking member so the lock is removable (col. 8 II. 6- 
11). 

55. Regarding claim 17 Wilson, Jr. discloses a surgical clip with an integral cutting 
guide, comprising: a first and second leg with the inner surfaces being positioned 
opposite of each other (Claim 1 col. 7 II. 66 and col. 8 II. 1-3); a flexible hinge section 
between and joining the two legs (Claim 1 col. 7 II. 65, 66); a female locking member 
and male locking member positioned at the distal ends of different legs, the male 
locking member is engaged in the female locking member when In the dosed position, 
the female member can be removable locked (Claim 1 col. 8 II. 4-12). Wilson, Jr. does 
not have at least one cutting guide extending outward on a portion of at least one of the 
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legs. However, Small teaches at least one cutting guide extending outward on a portion 
of at least one of the legs (Small 1 7). 

56. The combination of Wilson, Jr. and Small would have been obvious to one of 
ordinary skill in the art as the wings provided in Small can be used as cutting guides if 
applied to the clip of Wilson, Jr. 

57. Regarding claim 20 Wilson, Jr. discloses a surgical clip where a pair of bosses is 
joined on opposite side of the first leg, between the hinge and distal end, a pair of 
opposing bosses is located on the second leg (Claim 4 col. 8 II. 46-49). 

58. Regarding claim 21 Wilson, Jr. does not have a surgical clip where at least one 
cutting guide is located on opposite side surfaces between the hinge and the bosses. 
Wilson, Jr. discloses bosses located near the distal ends (Claim 4 col. 8 II. 46-49) and 
Small discloses wings (Small Claim 9) between the hinge and locking member. 

59. The combination of Wilson, Jr. and Small would have been obvious to one of 
ordinary skill in the art. This combination is motivated by the fact that the bosses are 
located at the distal end and the wings are located between the hinge and the distal 
end, as there is no overlap between the wings and the bosses, therefore both can co- 
exist. 

60. Regarding claim 22 Wilson, Jr. does not have a surgical clip where one cutting 
guide is adjacent to the hinge section along at least a portion of the length of at least 
one of the opposing side surfaces. However, Small teaches a surgical clip where one 
cutting guide is adjacent to the hinge section along at least a portion of the length of at 
least one of the opposing side surfaces (Small Claim 9). 
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61 . The combination of Wilson, Jr. and Small would have been obvious to one of 
ordinary skill in the art as the most logical placement of the cutting guides would be 
adjacent to the hinge section along at least a portion of the length of at least one of the 
opposing side surfaces. 

62. Regarding claim 23 Wilson, Jr. discloses a surgical clip where the pair of bosses 
on the first leg extends past the outer surface of the leg to form a bridge section (col. 8 
II. 47, 48). 

63. Regarding claim 24 Wilson, Jr. discloses a surgical clip where the pair of bosses 
on the second leg have a sharp tissue-penetrating tooth extending outwardly from the 
first leg (col. 8 II. 57-60). 

64. Regarding claim 25 Wilson, Jr. discloses a surgical clip where the inner surface 
of the first leg has a concave radius of curvature between the hinge and the distal end, 
the outer surface has a convex radius of curvature between the hinge and the distal 
end, the inner surface of the second leg has a convex radius of curvature between the 
hinge and the distal end, and the outer surface of the second leg has a concave radius 
of curvature between the hinge and the distal end (col. 8 II. 27-35). 

65. Regarding claim 26 Wilson, Jr. discloses a surgical clip where at least one of the 
Inner surfaces comprises a plurality of protmsions (col. 8 II. 53-55). 

66. Regarding claim 27 Wilson, Jr. discloses a surgical clip where both of the inner 
surfaces comprise of a plurality of protrusions (col. 8 II. 53-55). 
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67. Regarding claim 29 Wilson, Jr. discloses a surgical clip where the female locking 
member comprises a resiliently inwardly turned hook, curved towards the second leg 
(col. 8 II. 4,5). 

68. Regarding claim 30 Wilson, Jr. discloses a surgical clip, where the male locking 
member is complementary to the female locking member, when the clip is in the closed 
position the hook of the female locking member contacts the male locking member and 
is urged open to receive the male locking member so the lock is removable (col. 8 II. 6- 
11). 

Conclusion 

69. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

U.S. Patent No. 4,834,096 Oh et al. discloses a surgical clip. 
U.S. Patent No. 5,713,91 1 Rancenet et al. discloses a surgical clip. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Melissa Ryckman whose telephone number is (571 )- 
272-9969. The examiner can normally be reached on Monday thru Friday 7:30-4:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael Hayes can be reached on (571)-272-4959. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
Information regarding the status of an application may be obtained from the Patent 
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Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a USPTO 
Customer Service Representative or access to the automated information system, call 
800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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